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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name PerkinElmer Health Sciences, Inc.
Entity Corporation Citizenship Delaware
Address 940 Winter Street

Waltham, MA 02451
UNITED STATES

Attorney Carrie Webb Olson

information Day Pitney LLP

7 Times Square

New York, NY 10036

UNITED STATES

trademark@daypitney.com, colson@daypitney.com, jwessel@daypitney.com
Phone:617-345-4767

Registration Subject to Cancellation

Registration No 3603099 | Registration date | 04/07/2009

Registrant Optima USA, Inc.

2254-B Landmeier Rd.

Elk Grove Village, IL 60007
UNITED STATES

Goods/Services Subject to Cancellation

Class 009. First Use: 2006/03/27 First Use In Commerce: 2006/03/27

All goods and services in the class are cancelled, namely: laboratory equipment and supplies,
namely, optical glasses, optical filters and prisms, color glass filters, test tubes, spectrophotometers,
UV-VIS spectrophotometers, visible spectrophotometers, UV transilluminators, refractometers,
colorimeters, orbital shakers, stirrer baths, water baths, incubators, warming plates for microscopic
vital inspection of specimens, micro-centrifuges, electrophoresis systems, consisting of
electrophoresis tank, lid, power supply, gel tray and comb, electrophoresis illuminator units for use
with pre-cast agarose gels and gel cartridges, electrophoresis kits sold as a unit comprised of
illuminator unit and pre-cast agarose gels and gel cartridges, agarose powders, UV transparent
electrophoresis tanks, 3D culture matrix mebiol gels, nuclear magnetic resonance sample tubes, and
glass cells, namely, dry glass cuvettes, black glass cells, namely, black glass cuvettes, and quartz
cells, namely, quartz cuvettes, for use in chemical and biological analysis for scientific, laboratory and
medical research use

Grounds for Cancellation

| Priority and likelihood of confusion | Trademark Act section 2(d)

Mark Cited by Petitioner as Basis for Cancellation


http://estta.uspto.gov

U.S. Application 85228015 Application Date 01/27/2011
No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark OPTIMA

Design Mark

OPTIMA

Description of NONE

Mark

Goods/Services Class 009. First use: First Use: 1993/01/28 First Use In Commerce: 1993/01/28
Spectrometers

Attachments 85228015#TMSN.jpeg ( 1 page )( bytes)

OPTIMA Petition to Cancel Signed.pdf ( 19 pages )(1481354 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature [carrie webb olson/
Name Carrie Webb Olson
Date 11/08/2011




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Registration No. 3,603,099 for the mark: Optima & Design

PERKINELMER HEALTH SCIENCES,
INC,, * Cancellation No.

Petitioner,
V.

OPTIMA USA, INC.

Respondent.

Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

PETITION TO CANCEL

Petitioner, PerkinElmer Health Sciences, Inc. (“PerkinElmer”), a Delaware
corporation with an office at 940 Winter St., Waltham, Massachusetts 02451, believes that it is
or will be damaged by Registration No. 3,603,099, owned by Optima USA, Inc. an Illinois
corporation located at 2254-B Landmeier Rd. Elk Grove Village, IL. 60007, and hereby petitions

for cancellation thereof based on the following grounds, under 15 U.S.C. § 1064:

1. Petitioner is the owner of all right, title and interest in and to U.S. Trademark App.
Ser. No. 85/228,015 the mark OPTIMA covering “spectrometers,” in Class 9 (“Application”). A

copy of the Application is appended to this Petition as Exhibit A.

2. Petitioner has been continuously using the OPTIMA mark in the U.S. in connection

with spectrometers since at least as early as 1993.
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3. Upon information and belief, Respondent, Optima USA, Inc. (“Optima USA”) is a
U.S. corporation having a place of business at 2254-B Landmeier Rd., Elk Grove Village,

Illinois 60007.

4. Upon information and belief, Optima USA owns U.S. Registration No. 3,603,099
for OPTIMA & Design covering “laboratory equipment and supplies, namely, optical glasses,
optical filters and prisms, color glass filters, test tubes, spectrophotometers, UVVIS
spectrophotometers, visible spectrophotometers, UV transilluminators, refractometers,
colorimeters, orbital shakers, stirrer baths, water baths, incubators, warming plates for
microscopic vital inspection of specimens, micro-centrifuges, electrophoresis systems, consisting
of electrophoresis tank, lid, power supply, gel tray and comb, electrophoresis illuminator units
for use with pre-cast agarose gels and gel cartridges, electrophoresis kits sold as a unit
comprised of illuminator unit and pre-cast agarose gels and gel cartridges, agarose powders,

UV transparent electrophoresis tanks, 3D culture matrix mebiol gels, nuclear magnetic
resonance sample tubes, and glass cells, namely, dry glass cuvettes, black glass cells, namely,
black gass cuvettes, and quartz cells, namely, quartz cuvettes, for use in chemical and biological
analysis for scientific, laboratory and medical research use,” in Class 9 (the “Registration”). A

copy of the Registration is appended to this Petition as Exhibit B.

5. Petitioner’s Application was refused registration based on a likelihood of confusion
with Registrant’s Registration. A copy of the Office Action is appended to this Petition as

Exhibit C.

6. Petitioner’s use of the OPTIMA mark dates back at least as early as 1993, long prior

to the March 27, 2006 first use date for Registrant’s OPTIMA & Design mark.
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7.  Petitioner has expended considerable effort and expense in promoting its OPTIMA
trademark and the goods sold under the mark, with the result that the purchasing public has come

to know, rely upon, and recognize the products of Petitioner by such mark.

8. Registrant’s OPTIMA & Design mark covers the whole of Petitioner’s OPTIMA
mark and, as such, is likely to cause confusion and mistake and/or to deceive, causing injury to

Petitioner, and the public.

9. The goods listed in the Registration, are broad, without regard to channels of trade
or consumers, do not narrowly identify the function or purpose of the goods, and cover the goods

listed in the Petitioner’s application.

10. Petitioner is being damaged by the registration of OPTIMA & Design on the
Principal Register because such registration gives color of exclusive statutory rights in Registrant

and wrongfully denies the same rights to Petitioner.

WHEREFORE, Petitioner requests that this Petition to Cancel be granted, in its entirety,

and that Registration No. 3,603,099 be cancelled.

Respgctiylly submittedy

Dated: |\ /? ,2011 By: U IQ’/t/\__/
/ Webb Olson *

DAY PITNEY LLP

7 Times Square

New York, NY 10036

(212) 297-5800

Attorney for Petitioner

PerkinElmer Health Sciences, Inc.
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CERTIFICATE OF SERVICE

I, Carrie Webb Olson, hereby certify that I am counsel for Petitioner in the above-entitled
action and that, pursuant to 37 C.F.R. §2.111(b), I served the foregoing PETITION FOR
CANCELLATION on the attorney of record for Registration No. 3,603,099 at the
correspondence address of record in the Office:

William J. Seiter

Seiter & Co.

220 26th Street, Suite 202
Santa Monica, CA 90402

in a properly addressed envelope via first class U.S. Mail with sufficient postage.

This ch day of Mﬂ Y :2011. Q&'A’\N
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EXHIBIT

A



Trademark/Service Mark Application, Principal Register

Serial Number: 85228015
Filing Date: 01/27/2011

To the Commissioner for Trademarks:

MARK: OPTIMA (Standard Characters, see mark)
The literal element of the mark consists of OPTIMA.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, PerkinElmer Health Sciences, Inc., a corporation of Delaware, having an address of

940 Winter Street

Waltham, Massachusetts 02451

United States
requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

International Class 009: Spectrometers

In International Class 009, the mark was first used at least as early as 01/28/1993, and first used in
commerce at least as early as 01/28/1993, and is now in use in such commerce. The applicant is
submitting one specimen(s) showing the mark as used in commerce on or in connection with any item in
the class of listed goods and/or services, consisting of a(n) images of the goods bearing the mark.

JPG file(s):

Specimen Filel

Specimen File2

Original PDF file:

spec-1-3811215718-153857312 . OPTIMA_Spec3.pdf

Converted PDF file(s) (1 page)

Specimen Filel

The applicant's current Attorney Information:
Carrie Webb Olson and Elizabeth A. Alquist, Richard H. Brown III, Michael A. Bucci, Allison E. Cantor,
Richard D. Harris, Keith McWha, Justin P. Welch
Seven Times Square
New York, New York 10036-7311
United States
The attorney docket/reference number is 170865.
The applicant's current Correspondence Information:
Carric Webb Olson

Seven Times Square



New York, New York 10036-7311

(617) 345-4767(phone)

(212) 916-2940(fax)
nytrademark@daypitney.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his'her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Kevin A. Oliver/ Date Signed: 01/27/2011
Signatory's Name: Kevin A. Oliver
Signatory's Position: Vice President and Chief Intellectual Property Counsel

RAM Sale Number: 3114
RAM Accounting Date: 01/28/2011

Serial Number: 85228015

Internet Transmission Date: Thu Jan 27 16:57:36 EST 2011
TEAS Stamp: USPTO/BAS-38.112.157.18-2011012716573630
9670-85228015-480d69bb6a057c¢f99¢cba5c040e
bedbaced4-DA-3114-20110127153857312670
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